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Art Unit: 3774 

Reissue Applications 

Claims 1-33 are rejected under 35 U.S.C. 251 as being an improper recapture of 
broadened claimed subject matter surrendered in the application for the patent upon which the 
present reissue is based. See Pannu v. Storz Instruments Inc., 258 F.3d 1366, 59 USPQ2d 1597 
(Fed. Cir. 2001); Hester Industries, Inc. v. Stein, Inc., 142 F.3d 1472, 46 USPQ2d 1641 (Fed. 
Cir. 1998); In re Clement, 131 F.3d 1464, 45 USPQ2d 1161 (Fed. Cir. 1997); Ball Corp. v. 
United States, 729 F.2d 1429, 1436, 221 USPQ 289, 295 (Fed. Cir. 1984). A broadening aspect 
is present in the reissue which was not present in the application for patent. The record of the 
application for the patent shows that the broadening aspect (in the reissue) relates to claim 
subject matter that applicant previously surrendered during the prosecution of the application. 
Accordingly, the narrow scope of the claims in the patent was not an error within the meaning of 
35 U.S.C. 251, and the broader scope of claim subject matter surrendered in the application for 
the patent cannot be recaptured by the filing of the present reissue application. 

Below is the Examiner's argument with respect to the improper recapture. 

In order to apply the recapture rule, a three-step process is required: 

1) first, determine whether, the reissue claims are broader in scope than the original 
patent claims; 

2) next, determine whether the broader aspects of the reissue claims relate to subject 
matter surrended in the original prosecution; and 

3) finally, we determine whether the reissue claims were materially narrowed in other 
respects, so that the claims may not have been enlarged and hence avoid the recapture rule. 
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First step - Was There broadening? 

Yes, the Examiner believes that there is broadening of the claims. For example, the 
Applicant's representative deleted the phrase: "extremity which moves axially inwardly, with 
respect to the associated connecting bar end,", "radial", and "axial inward distance traveled by" 
in independent claims 1 and 5. 

Regarding the rest of the independent claims, the Examiner believes that the new 
independent claims does not show the structure limitations claimed in the patent case. 

For the above reasons, the claims are all broader than before. 

Second Step - Does Any Broadening Aspect of the Reissued Claim Relate to 
Surrendered Subject Matter? 

In order to say yes to step two, two sub-steps must be follow: 

A) One must determine whether applicant surrendered any subject matter in the 
prosecution of the original application (now the patent to be reissued). 

An original patent claim limitation now being omitted or broadened in the present reissue 
application was originally relied upon by applicant in the original application to make the claims 
allowable over the art, the omitted limitation relates to subject matter previously surrendered by 
applicant. The reliance by applicant to define the original patent claims over the art can be by 
presentation of new/amended claims to define over the art, or an argument/statement by 
applicant that a limitation of the claim(s) defines over the art . 

In the Applicant's representative arguments filed on 06/01/99, especially pages 5-6, 
clearly disclose all the phrases that the Applicant's representative mentions that the prior art do 
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not have. For example, page 5 discloses that the prior art does not show: "a central connecting 
beam (connecting bar) with a pair of arms on either end, the arms joined by a looped member"; 
"connecting bar having a pair of arms at each end"; "arms pivoting outwardly from the 
connecting bar"; "arms and expandable looped members are constructed and dimensioned so that 
the radial outward distance traveled by arms outer ends.... is approximately equal to the axial 
inward distance traveled by the ...looped member extremity, as the stent is expanded."; and "an 
expandable looped member which joins arm pairs at each end of a connecting bar". In order to 
avoid recapture rule, the Applicant's representative must keep each an every word that was 
argued in the Applicant's remarks. 

The Examiner believes that those arguments make the case allowable, therefore, that 
language must stay in the claims in order to avoid recapture. 

NOTE: the Examiner wants to point out that all the independent claims are broader that 
the original claims, therefore, they are all improperly recaptured. 

B) There is no surrender of the claims. 

Third Step - Were the reissued claims materially narrowed in other respects, so that the 
claims may not have been enlarged and hence< avoid the recapture rule? 

There are two different types of analysis that must be performed. If the reissue claim 
"fails" either analysis, recapture exists. 

First, the reissue claim must be compared to any claims canceled or amended during the 
prosecution of the original application. The first analysis does not fail because there was never a 
canceled claim or an amended claim. 
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Second, point two "fails" because as shown above, the omitted limitations presented by 
this reissue were part of the arguments presented in the original application (now the patent to be 
reissued) to overcome the prior art. For the above reasons, the Examiner believes that the above 
rejection is proper. 

For the above reasons the Examiner believes that independent claims 1 and 5 have 
broaden subject matter previously surrender and that independent claims 16, 21, 23, 25 and 28 
contain little , if any, of the surrendered subject matter. Finally, the dependent claims do not 
cure this defect. 

The Examiner wants to remind the Applicant's representative that any substantive 
amendment made to avoid the recapture rejection will require a catch-up declaration statins 
no deceptive intent. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALVIN STEWART whose telephone number is (571)272-4760. 
The examiner can normally be reached on Monday-Friday 7:00AM-5:30PM(1 Friday B-week 
off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dave Isabella can be reached on 571-272-4749. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Seivice Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Alvin J Stewart/ 

Primary Examiner, Art Unit 3774 

July 06, 2011. 



